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Protecting Ideas 

• Trademarks/Brands 

− Consumer perceptions as to source and quality 

 

• Trade Secrets 

− Something you do secretly that gives economic benefit 

  

• Patents 

− Protects inventions of processes and equipment 
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Trade Secrets 

• Something you know/do 

− Derives economic value 

− Not generally known to others 

− Not readily ascertainable by others 

• Subject of reasonable efforts to maintain secrecy 
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Uniform Trade Secrets Act 

"Trade secret" means information, including a formula, pattern, 

compilation, program, device, method, technique, or process that: (i) 

derives independent economic value, actual or potential, from not being 

generally known to, and not being readily ascertainable by proper 

means by other persons who can obtain economic value from its 

disclosure or use, and (ii) is the subject of efforts that are reasonable 

under the circumstances to maintain its secrecy. 
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Something You Know or Do 

• May be information that is known  

• but Not known that you use that information 

• Seeking economic benefit 

 

− Process includes step/materials that makes your wine different 

− Equipment does something that you find beneficial for your wine 
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Reasonable Efforts for Secrecy 

• Limit access – who has a need to know 

− To information 

− To process 

− To location / machine used in carrying out the trade secret 

• Mark documents “Confidential” or “Secret” 

• Require execution of non-disclosure agreements 

− Employees 

− Third parties (particularly)  why does someone outside the 

company need to know  

• Maintain records securely 

• Discuss importance of the trade secret 
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Winery Trade Secrets  

• Handling of grapes 

− Source 

− Storage 

− Preparing for processing 

 

• Processing of the grapes 

 

• Fermentation process 

 

• Bottling 

 

• Storage 

 

• Business information 
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Obtain Economic Benefit of The Trade Secret 

• Use it - in making your wine 

 

• Use it - in branding 

 

− Coca Cola – secret formula for cola concentrate 

 

− Kentucky Fried Chicken - Colonel’s secret blend of spices 
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Promotion on WebSite (Advertising) 
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Kentucky Fried Chicken 

Original Recipe® 

 

THE ORIGINAL 

 

 Still freshly prepared in every restaurant, the Colonel’s Original 

Recipe® chicken is seasoned with our secret blend of 11 herbs & 

spices and then hand breaded all day long by a certified cook.  
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Branding 

The only wine made by your proprietary branded process 

 

 

Fermented with ZOUDS process 

for that distinctive aromatic flair 

developed over long years of wine making  

 

 

(Does not tell what the process is / equipment / how it works) 
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Let’s See How One Winery is doing This 



13 
www.bakerdonelson.com 
© 2016 Baker, Donelson, Bearman, Caldwell & Berkowitz, PC 

Yes, it’s a Question of How They Do What They Do 
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Promotion of What They Do But Not The Specifics 
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Trade Secrets in Practice 

• You use the trade secret 

• Not readily ascertained by others 

• Economic benefit 

• Efforts to maintain secret 
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Patents for Inventions 

• Invention 

− Useful 

− New 

− Non-obvious different enough from that previously known 

− Timely file for patent coverage  

 

• Process 

− Steps for doing or making something 

  

• Machine 

− Equipment - an article of manufacture 
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Patent Right is Exclusion 

• Grant of patent gives right to exclude others from 

− Using 

− Making 

− Selling 

− Offering to sell 

 

• Claimed invention 
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Claimed Invention 

• Subject matter believed to be the invention 

 

• Claim is a “parts list” 

 

• What is necessary to make an operating version of the invention 
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Patenting Involves Exchange of Information 

• Inventor tells the public in a document 

− How to make 

− How to use 

− Subject matter claimed as the invention  

 

In exchange, 

 

 Patent grants right to exclude for limited period of time 
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Patenting Process 

• File application 

 

• Examination of claims 

 Novel 

 Non-obvious 

 

Report of examination  Response 

 Not patentable    Distinguish claims / argument 

 Patentable    Issue patent 
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Public or Not, Depending… 

Invention may or may not become public 

  

 Publication 

 

 If application allowed over prior art –  

  then public when patent issues 

 

 Not allowed (and not published) –  

  then remains confidential 
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Example - A Way to Treat Grapes Before Juicing 

 

Maintain grapes in special atmosphere for three hours, 20 minutes 

at specific temperature (atmosphere at temperature prior to insertion) 

 

• Trade secret 

− Limited access 

 

• Patent 

− Process comprising steps of: 

 bringing treatment zone to a predetermined temperature 

 disposing fruit articles within treatment zone  

 maintaining fruit articles within treatment zone for 

predetermine period. 
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A Sensory Aroma Glass 
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A Bottle 
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Another Bottle 
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Another Bottle 
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A Reclosable Closure System  
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Process for Producing Marmelo Wines 
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Process for Extracting Oleanolic Acid from Plant Material 
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Trade Secrets Advantages/Disadvantages 

• Secret information 

• Not readily ascertainable (or reverse engineered) 

• Created/maintained internally 

• Efforts to maintain secrecy 

• Continuous 

• Someone may develop the trade secret independently 

(Coca Cola and Pepsi) 

(both have secret formulas for cola beverages)  
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Patenting Advantages/Disadvantages 

• Public 

• Discloses how to make and use 

• Cost of obtaining patent rights 

• Patent grant determined by government 

• Limited period for right to exclude 
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OK…Now What? 

• Think about your processes 

− Taking reasonable steps to limit access 

− Documenting secrecy 

− Winery specific 

− Not readily ascertainable 

 

• New or recent developments  

− For which you want to exclude use by others 

− Generally applicable in other industries 

− Readily reverse engineered 
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KFC Recipe 

• Chicken 

• 25 pounds flour 

• cup of salt 

• cup of pepper 

• and …. 
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Reach up on the shelf for … 

 

 

one bag of the Colonel’s secret blend of 11 herbs & spices  
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What is a Trademark? 

• The purpose of trademark law is to prevent confusion in the 

marketplace 

 

• Therefore, any device that makes it possible to distinguish the goods 

(or services) of one provider from those of another 
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In re Trade-Mark Cases, 100 U.S. 82, 92 (1879) 

The right to adopt and use a symbol or a device to distinguish 

the goods or property made or sold by the person whose mark it 

is, to the exclusion of use by all other persons, has been long 

recognized by the common law and the Chancery Courts of 

England and of this country and by the statutes of some of the 

states.  It is a property right for the violation of which damages 

may be recovered in an action at law and the continued violation 

of it will be enjoined by a court of equity, with compensation for 

past infringement. This exclusive right was not created by the act 

of Congress and does not now depend upon it for its 

enforcement.  The whole system of trade-mark property and the 

civil remedies for its protection existed long anterior to that act, 

and has remained in full force since its passage. 
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Benefits of Federal Registration 

• Presumption of validity 

 

• Incontestable after five years 

 

• Nationwide priority vs. actual geographic market only 

 

• Intent to use vs. actual use only 

 

• Deterrent 
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What is Infringement? 

• Use of… 

− Same or confusingly similar mark 

− On or in connection with same or related goods 

− Creating a likelihood of confusion 
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How do you know what is too similar? 

• Looks the same 

• Sounds the same 

• Translation – means the same thing 

• Creates the same overall commercial impression 
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Too similar to allow? 
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In 1911, Carmel Wine Co. and California Winery got into a dispute  

because: 

 

• One wanted to use on its label a representation of a vineyard, a herd 

of camels, and two men, apparently garbed in the costumes of Bible 

times, bearing a grape 

 

• And the other wanted to use on its label a pictorial representation of 

two men with dress similar to that in the other’s mark, these men 

bearing a bunch of grapes between them 
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Carmel Wine Co. v. California Winery, 38 App. D. C. 1, 2-3 (1911) 

“We think it is apparent, without argument, that the two marks 

are deceptively similar within the meaning of the statute.  

 

It goes without saying that one has no right to incorporate the 

mark of another as an essential feature of his mark.  

 

Such a practice would lead to no end of confusion, and deprive 

the owner of a mark of the just protection which the law accords 

him.” 
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Or more recently…  

One party featured on its wine labels  

• A downward-pointing, stylized grape leaf design using various 

shades of green, yellow, orange, red and brown, always 

coupled with a banner that intersected the leaf and that stated 

the producer’s brand name   

 

The bottle featured  

• A visible cork with printed leaves on it, a brown or burgundy 

neck label with gold lines on the top and bottom that form an 

oval in the back, and an off-white label featuring the 

multicolored leaf design 
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…while the other party’s bottle featured  

• A visible cork with printed leaves on it, a brown or burgundy 

neck label with gold lines on the top and bottom that form an 

oval in the back, and an off-white label  

 

• With a prominent, downward-pointing, stylized grape leaf 

design in various shades of green, yellow, orange, red and 

brown 
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Kendall-Jackson Winery, Ltd. v. E. & J. Gallo Winery, 

150 F.3d 1042 (9th Cir. 1998) 

Result? 

 

• “Grape-leaf designs have become generic emblems for wine.” 

• “A producer's depiction of a grape leaf may, however, be so 

distinctive as to warrant protection from copying. . . .   

• If a particular rendering of a grape leaf has the power to distinguish 

one brand from another, it is the rendering that should be evaluated 

for its distinctiveness.  A photo-realistic rendering would be merely 

descriptive, whereas a stylized rendering could be inherently 

distinctive.” 

 

Got it? 
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How similar do the goods have to be? 

• Wine, cheese and salami are “complementary products” often sold 

and advertised through the same channels, so the third Gallo 

brother (Joseph Jr.) was not permitted to use E&J’s “GALLO” mark 

to sell cheese. 

 

• Wine and energy drinks are “relatively similar as they are both 

products sold in the beverage industry,” so “El Gallo” energy drink 

enjoined. 

 

• Apple juice and apple-based non-alcoholic beverages are not 

sufficiently related for Franciscan (owner of “Pinnacles” and 

“Pinnacles raches”) to be able to prevent registration of “Domaine 

Pinnacle” mark. 
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• Wine and vodka are sufficiently similar that White Oak Vineyards 

was able to enjoin the use of “WHITE OAK PREMIUM VODKA” 

 

• Wine and beer are sufficiently related that Annheuser-Busch could 

stop “Winebud” 
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Questions? 

Michael Kaiser 

WineAmerica, Washington D.C. 

202.223.5172 

mkaiser@wineamerica.org  

 

Carl Davis 

Baker Donelson, Atlanta 

678.406.8703 

cdavis@bakerdonelson.com  

 

Joshua Tropper 

Baker Donelson, Atlanta 

404.223.2210 

jtropper@bakerdonelson.com  
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